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DETAILED ACTION 

1 . Claims 1 -42 are presented for examination. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-30 and 33-42 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

Mere intended or nominal use of a component, albeit within the technological 
arts, does not confer statutory subject matter to an othenA^ise abstract idea if the 
component does not apply, involve, use, or advance the underlying process. 
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Since the scope of the comparing step recited in claims 1-29, 41, and 42 is 
vague and indefinite (as discussed the § 112, 2""^ paragraph rejection below), it is 
unclear whether or not these claims recite a useful, concrete, and tangible result. 
Furthermore, claims 1-29, 41, and 42 only incorporate a nominal recitation of 
technology (e.g., a user interface to display data and receive selections from members). 
Therefore, claims 1-29, 41 , and 42 are deemed to be non-statutory. 

Claim 30 merely recites storing data; therefore, it fails to produce a useful, 
concrete, and tangible result. Furthermore, claim 30 only incorporates a nominal 
recitation of technology (e.g., a user interface to display data and receive selections 
from members). Therefore, claim 30 is deemed to be non-statutory. 

Claims 33-40 recite a data structure perse, which is non-statutory subject matter. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-29, 31,41, and 42 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The scope of "comparing the selections made by the members" In line 1 is vague 
and indefinite. Does this limitation merely refer to recording input from the members 
made in the form of selections or is detailed analysis performed to evaluate such a 
comparison? If detailed analysis is performed, who or what (e.g., a computer) carries 
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out the analysis and vyhat is the extent of the analysis? Applicant should cite pertinent 
excerpts from the specification to support the intended interpretation. A similar 
limitation is recited in claims 31. 41, and 42; therefore, claims 31, 41, and 42 are 
rejected under the same line of reasoning. 

In claim 23, there is no antecedent basis for "the first areas" (line 2) and "the 
second areas" (line 5). For examination purposes, "the first areas" will be interpreted as 
"the first area" and "the second areas" will be interpreted as "the second area." 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Guenther et al. (US 2003/0139956) in view of Barney et al. (U.S. Patent No. 6,070,143). 

Guenther discloses a process for profiling an organization having members 
comprising: 

[Claim 1] presenting to members a survey, the results which are saved to a 
database that contains a plurality of processes of the organization and, for each 
process, a plurality of selectable characterizations of the process (Figs. 3, 5, 6; HH 72- 
89, 100; Appendices A and B - Workers are asked to evaluate various aspects of their 
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roles. Tables 1-5 display various answers that may be given by a worker regarding a 
process within the organization); 

receiving selections from members through the survey of one or more of the 
characterizations of one or more of the processes (Figs. 3, 5, 6; IfH 72-89, 100; 
Appendices A and B ~ Workers are asked to evaluate various aspects of their roles. 
Tables 1-5 display various answers that may be given by a worker regarding a process 
within the organization. Multiple workers may be given the same survey questions (e.g., 
an audience segment may include a group of workers in a role category, as per II 70)); 

storing the selections of the characterizations made by the members, including 
the selections of one or more characterizations of the same process by at least two 
members, along with an identification of the members that made the selections (UH 72, 
77-79 ~ Data is stored and compared for different roles. Each member is at least 
identified by his/her respective role); 

comparing the selections made by the members, including the selections of one 
or more characterizations of the same process by at least two members (HU 77-79 ~ 
Data is stored and compared for different roles); and 

generating a presentation concerning the selections made by the members, 
including the selections of one or more characterizations of the same process by at 
least two members (UH 77-79; 87-89 ~ Reports, i.e., presentations, summarizing results 
of the role analysis are generated); 

[Claim 2] wherein the presentation includes an identification of an inconsistency in 
the characterizations of the same process by at least two members (ITU 79, 87-89, 109 - 
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- Changes in a role(s) over time or gaps in skill, knowledge, or tasks, related to a role(s) 
may be identified by comparing stored role analysis profiles and recently gathered 
ones); 

[Claim 3] receiving selections from members, including selections of one or more of 
the same processes by at least two members (Figs. 3, 5, 6; IF II 72-89, 100; Appendices 
A and B - Workers are asked to evaluate various aspects of their roles. Tables 1-5 
display various answers that niay be given by a worker regarding a process within the 
organization. Multiple workers may be given the same survey questions (e.g., an 
audience segment may include a group of workers in a role category, as per If 70)); 

storing the selections of the processes entered by the members, including the 
selections of one or more of the same processes by at least two members, along with 
an identification of the members that made the selections (HH 72, 77-79 ~ Data is 
stored and compared for different roles. Each member is at least identified by his/her 
respective role); 

[Claim 4] wherein at least some of the processes are job functions in the 
organization (liH 81, 83, Tables 1,3); 

[Claim 6] wherein at least some of the selectable characterizations of a job function 
are systems that are used with the job function (HH 82, 84, Tables 2, 4); 
[Claim 7] wherein at least some of the selectable characterizations of a job function 
are organizations that are involved with the job function (Appendix B shows various 
identified organizations involved with the job functions ~ For example, "#4. Question 20" 
mentions resolving problems with "Internal and external stake holders and vendors." 
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"#5. Question 21 " mentions working with "team on the design of test cases." "#6. 
Question 26" mentions coordinating with "Third Party requirements" and conducting 
negotiation with "stake holders." "#7. Question #31" mentions linking with "architects 

and customers"); 

[Claim 8] wherein at least some of the selectable characterizations of a job function 
are products or services associated with the function (HH 81-85, Tables 1-5); 
[Claim 1 0] wherein at least some of the selectable characterizations of a job function 
are one or more processes that precede the job function (H 82, Table 2 - Prerequisites 
for a role); 

[Claim 1 1 ] wherein at least some of the selectable characterizations of a job function 
are inputs to or outputs from the job function (UH 81-85, Tables 1-5 ~ Any skills or 
training (i.e., prerequisites) required to perform a role are inputs to a job function and 
the tasks associated with the role define the goal, or intended output, of each related job 
function. For example, by developing middleware architectures for customers (as per 
Table 1 ), it is understood that the developed middleware architectures are the delivered 
outputs); 

[Claim 1 2] wherein at least some of the selectable characterizations of a job function 
include an identification of what is delivered in connection with an input to or output from 
the job function (HU 81-85, Tables 1-5 ~ Any skills or training (i.e., prerequisites) 
required to perfomi a role are inputs to a job function and the tasks associated with the 
role define the goal, or intended output, of each related job function. For example, by 
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developing middleware architectures for customers (as per Table 1), it is understood 
that the developed middleware architectures are the delivered outputs); 
[Claim 1 3] wherein what at least some of the selectable characterizations of a job 
function include a description of how an item is delivered in connection with an input to 
or an output from the job function (HI! 81-85, Tables 1-5 ~ Any skills or training (i.e., 
prerequisites) required to perform a role are inputs to a job function and the tasks 
associated with the role define the goal, or intended output, of each related job function. 
For example, by developing middleware architectures for customers (as per Table 1), it 
is understood that the developed middleware architectures are the delivered outputs); 
[Claim 14] wherein at least some of the selectable characterizations of a job function 
include an identification of what action the member takes in connection with an input to 
or an output from the job function (UU 81-85, Tables 1-5 ~ Any skills or training (I.e., 
prerequisites) required to perform a role are inputs to a job function and the tasks 
associated with the role define the goal, or intended output, of each related job function. 
For example, by developing middleware architectures for customers (as per Table 1 ), It 
Is understood that the developed middleware architectures are the delivered outputs); 
[Claim 1 5] wherein at least some of the selectable characterizations of a job function 
include the importance of an Input to or an output from the job function (KH 81-85, 
Tables 1-5 ~ Any skills or training (i.e., prerequisites) required to perform a role are 
Inputs to a job function and the tasks associated with the role define the goal, or 
intended output, of each related job function. For example, by developing middleware 
architectures for customers (as per Table 1), it Is understood that the developed 
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middleware architectures are the delivered outputs. A worker's selection of one or more 
input(s) or output(s) as opposed to others implies the respective importance of the 
selected input(s) and/or output(s)); 

[Claim 1 6] wherein at least some of the selectable characterizations of a job function 
include an identification of what action the member takes in connection with an input to 
or an output from the job function (HH 81-85, Tables 1-5 - Any skills or training (i.e., 
prerequisites) required to perform a role are inputs to a job function and the tasks 
associated with the role define the goal, or intended output, of each related job function. 
For example, by developing middleware architectures for customers (as per Table 1), It 
is understood that the developed middleware architectures are the delivered, outputs); 
[Claim 18] wherein at least some of the selectable characterizations of a job function 
include a trigger for an input to or output from the job function (KH 81-85, Tables 1-5 - 
Any skills or training (i.e., prerequisites) required to perform a role are inputs to a job 
function and the tasks associated with the role define the goal, or intended output, of 
each related job function. For example, by developing middleware architectures for 
customers (as per Table 1), it is understood that the developed middleware 
architectures are the delivered outputs; Appendix B shows various implied workflows, 
i.e., tasks and training needed to begin or complete a given job). 

Regarding claims 1-29, Guenther's workers responds to a consultant's open- 
ended survey questions regarding a job analysis via an interview or focus group (HH 73, 
103). Guenther does not expressly teach that the workers complete such a survey via 
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an electronic user interface nor that the survey interface itself provides a list of 
selectable answers from which each of multiple workers chooses a response to each 
question. However, Barney discloses a job analysis system/method that "allows a job 
analyst quickly to identify, review and manipulate pre-existing products construed from 
past job analyses" and "allows accessibility across wide geographical spans and 
multiple types of computer platforms" and "ensure[s] ongoing data integrity" (col. 2, lines 
41-50). Barney provides each user with an interface specifically relevant to each job 
title (Fig. 6). Various characterizations of job-related functions are displayed in drop- 
down lists of available selections, including those associated with required skills, 
training, tasks, work behaviors, etc. (Figs. 6, 8A-11B). Both Guentherand Barney focus 
on the analysis of various jobs (or roles) and related requirements and Barney presents 
an automated job analysis tool that is pertinent to Guenther's goal of gathering job/role 
analysis information from multiple workers familiar with common jobs and roles. 
Therefore, the Examiner asserts that it would have been obvious to one of ordinary skill 
in the art at the time of Applicant's invention to modify Guenther to incorporate Barney's 
job analysis user interface with selectable job analysis factors (including those 
specifically recited in claims 6-18) accessible via drop-down menus to allow Guenther's 
consultant (or job analyst) to more quickly identify, review, and manipulate pre-existing 
job analysis data while conducting surveys more conveniently with workers who may be 
geographically dispersed (as suggested by Barney). Furthermore, the Examiner 
submits that it is old and well-known in the art of surveying to require a group of survey 
participants to select from among a list of pre-defined responses in order to facilitate the 
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more consistent use of terminology among the participants (as opposed to letting the 
participants express responses in their own words), thereby simplifying the 
interpretation of the participants' responses and analysis thereof. Therefore, the 
Examiner asserts that it would have been obvious to one of ordinary skill in the art at the 
time of Applicant's invention to further modify the Guenther-Barney combination such 
that at least two members are provided with the same survey selections (i.e., the 
multiple survey respondents are given the same survey with the same available 
answers from which to select for each role) in order to facilitate the more consistent use 
of tenninology among the participants (as opposed to letting the participants express 
responses in their own words), thereby simplifying the interpretation of the participants' 
responses and analysis thereof. 

Claims 19-29 recite the details of the user interface presenting the survey to each 
member. As discussed above, Barney provides each user with an interface specifically 
relevant to each job title (Fig. 6). Various characterizations of job-related functions are 
displayed in drop-down lists of available selections, including those associated with 
required skills, training, tasks, work behaviors, etc. (Figs. 6. 8A-11B). In other words, 
Barney teaches the following features: 

[Claim 1 9] wherein the member is prompted to make a selection (Figs. 6, 8A-1 1 B); 

[Claim 20] wherein the prompt includes a question (Figs. 6, 8A-11B); 

[Claim 21] wherein the user interface includes a first area for the member to make a 

selection in response to the prompt (Figs. 6, 8A-1 1 B); 

[Claim 22] wherein the first area includes a drop-down box (Figs. 6, 8A-1 1 B); 
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[Claim 23] wherein the first area only allows the member to make a single selection 
(Fig. 8A - The user can deal directly with one outdent at a time); 

the user interface includes a second area for the member to make selections 
(Fig. 8B - The user can drill down into an indent that allows the user to make multiple 
selections); and 

wherein the second area allows the member to make multiple selections (Fig. 8B 
- The user can drill down into an indent that allows the user to make multiple 

selections); 

[Claim 24] wherein the user interface presents a series of prompts and includes an 
overview area that visually illustrates the location of the current prompt in the series of 
prompts (Figs. 8A-10 The highlighted box at the bottom of each screen indicates the 
location of the current prompt in the series of prompts. The user can either move 
through the indicated prompts in order or "Save and Exit" and move to a different 
section. The user can also move to different areas by clicking on the respective 
outdent/indent shown in Fig. 8A); 

[Claim 25] wherein the member alters the sequence of prompts by selecting an item 
in the overview area other than the current prompt (Figs. 8A-10 - The highlighted box at 
the bottom of each screen indicates the location of the current prompt In the series of 
prompts. The user can either move through the indicated prompts in order or "Save and 
Exit" and move to a different section. The user can also move to different areas by 
clicking on the respective outdent/indent shown in Fig. 8A); 
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[Claim 26] wherein the user interface is presented to different members on different 
computers (col. 3, lines 27-35); 

[Claim 27] wherein at least some of the characterizations are arranged in a 
hierarchical format from general to specific and where members select characterizations 
by navigating through the hierarchical format from general to specific (Figs. 8A-10); 
[Claim 28] wherein only a single characterization may be selected for a single 
process (Fig. 8A -- The user can deal directly with one outdent at a time); 
[Claim 29] wherein a plurality of characterizations may be selected for a single 
process (Fig. 8B - The user can drill down into an indent that allows the user to make 
multiple selections). 

Again, both Guenther and Barney focus on the analysis of various jobs (or roles) 
and related requirements and Barney presents an automated job analysis tool that is 
pertinent to Guenther's goal of gathering job/role analysis information from multiple 
workers familiar with common jobs and roles. Therefore, the Examiner asserts that it 
would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to modify Guenther to incorporate the specific user interface details and global 
access capabilities taught by Barney (and specifically pointed out in reference to claims 
19-29 above) in order to allow Guenther's consultant (or job analyst) to more quickly 
identify, review, and manipulate pre-existing job analysis data while conducting surveys 
more conveniently with workers who may be geographically dispersed (as suggested by 
Barney). 



Application/Control Number: 10/625,220 Page 14 

Art Unit: 3623 

Regarding claims 5, 9, and 17, neither Guenther nor Barney expressly teaches 
that each member (i.e., worker or survey participant) enters a date when he/she began 
or ended a job function and storing the date received, a time frame for performing a job 
function and storing the time frame, or a time frame for receiving the input to or output 
from the job function. However, Guenther and Barney compare pre-existing job 
definitions to more recent, updated job analyses in order to glean the most accurate and 
current understanding of the functions associated with the job/role of interest (see IfH 
71 , 77, and 86-89 of Guenther and col. 2, lines 41-44 and col. 6, lines 5-8 of Barney). 
Further, the Examiner submits that it is old and well-known in the art of job analysis that 
the requirements, functions, input, and outputs of different jobs/roles often evolve over 
time. This means that the value of the survey responses provided by each member Is 
date-dependent. Therefore, the Examiner asserts that it would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to implement with the 
Guenther-Barney combination the steps of receiving from a member a date when the 
member began or ended a job function and storing the date received (claim 5); 
receiving from a member a time frame for performing a job function and storing the 
received time frame (claim 9); wherein at least some of the selectable characterizations 
of a job function include an identification of a time frame for receiving the input to or 
output from the job function (claim 1 7) in order to assist a job analyst in gleaning the 
value of each member's survey responses based on an understanding of the time 
period corresponding to each respective member's most recent experience(s) with a 
particular job/role. For example, the feedback from a member who has extensively 
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worked in the IT industry within the past year is likely to be more accurate and up-to- 
date, and therefore more valuable, than feedback from a member whose opinions are 
based on experience in the IT industry that ended over ten years ago. 

[Claim 30] Claim 30 recites limitations already addressed by the rejection of claim 1 
above; therefore, the same rejection applies. 

[Claim 31] Claim 31 recites limitations already addressed by the rejection of claim 1 
above; therefore, the same rejection applies. 

[Claim 32] Claim 32 recites limitations already addressed by the rejection of claim 1 
above; therefore, the same rejection applies. 

[Claims 33-36] Claims 33-36 recite limitations already addressed by the rejection 
of claims 1 , 4, 1 1, and 12 above; therefore, the same rejection applies. 
[Claims 37-40] Claims 37-40 recite limitations already addressed by the rejection 
of claims 1 , 4, 1 1, 12, and 33-36 above; therefore, the same rejection applies. 
[Claims 41 -42] Claims 41-42 recite limitations already addressed by the rejection 
of claims 1 and 2 above; therefore, the same rejection applies. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Morrel-Samuels (US 2003/0078804) ~ Discloses an employee assessment tool. 
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Brown et al. (US 2005/0010469) ~ Discloses a consulting assessment 
environment that facilitates the encoding of electronic questionnaires to perform 
consulting interviews/surveys previously performed by hand. 

Griffor et al. (US 2002/0173999) -- Discloses a performance management 
system that assesses the achievement of organizational goals. 

Miller et al. (US 2003/01 10067) - Discloses a system/method for evaluating an 
organization's Capability Maturity Model. 

Das ("Training for Changing Material Role Behaviour") - Discusses Issues 
associated with role conflict, role ambiguity, and responsibility boundaries. 

Michalak ("The Cost of Chasing Unrealistic Project Schedules") - Discusses 
roles and responsibilities as they related to project responsibility, accountability, consult, 
inform (RACI) diagrams. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 10 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Tariq Hafiz can be reached on (571 ) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Susanna M. Diaz 
Primary Examiner 
Art Unit 3623 

May 22, 2005 



